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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is spedfied above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1^7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-7 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 06 October 2004 is/are: a)^ accepted or b)l3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing 5heet(s) including the correction is required rf the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
3)13 All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. KI Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 

2) [H Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mait Date 10/6/04 . 



4) □ Interview Sunnnnary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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DETAILED ACTION 

Priority 

1. This application is a national stage entry of PCr/FR03/01167 

Drawings 

2. The drawings are objected to under 37 CFR 1.83(a) because they fail to show the conventional 
names, as described in the specification, e.g. capacitor, battery, alternator, etc. for the elements shown 
in figures with non-conventional symbols. Corrected drawing sheets in compliance with 37 CFR 1.121(d) 
are required in reply to the Office action to avoid abandonment of the application. Any amended 
replacement-drawing sheet should include all of the figures appearing on the immediate prior version of 
the sheet, even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as ''amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must be renumbered 
and appropriate changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering of the remaining 
figures. Each drawing sheet submitted after the filing date of an application must be labeled in the top 
margin as either ''Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the examiner does 
not accept the changes, the applicant will be notified and infonned of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

3. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(4) because reference 
characters "20" and "30" have both been used to designate an electronic housing. Corrected drawing 
sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement-drawing sheet should include all of the 
figures appearing on the immediate prior version of the sheet, even if only one figure is being amended. 
Each drawing sheet submitted after the filing date of an application must be labeled in the top margin as 
either "Replacement Sheet" or "New Sheer pursuant to 37 CFR 1.121(d). If the examiner does not 
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accept the changes, the applicant will be notified and informed of any required corrective action in the 
next Office action. The objection to the drawings will not be held in abeyance. 

4. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every feature of 
the invention specified in the claims. Therefore, the electromagnetic relay, the diode D with a switch R 
mounted in series must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement-drawing sheet should include 
all of the figures appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as "amended." If a 
drawing figure is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate changes made to the 
brief description of the several views of the drawings for consistency. Additional replacement sheets may 
be necessary to show the renumbering of the remaining figures. Each drawing sheet submitted after the 
filing date of an application must be labeled in the top margin as either ''Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the examiner does not accept the changes, the applicant will be 
notified and informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

SpecMcation 

5. The specification has not been checked to the extent necessary to determine the presence of all 
possible minor errors. Applicants cooperation is requested in correcting any errors of which applicant 
may become aware in the specification. For example: on page 8 element 30 describes an electronic 
housing, while on page 9 element 20 describes an electronic housing; on page 8 element 1 describes an 
alternator, while on page 9 element 1 describes an electrical machine. 

6. Applicant is reminded to use consistent language throughout the disclosure in order to facilitate 
finding support for the recited limitations, as well as to provide proper antecedence for ail claimed 
limitations. 
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Claim RejecUons - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
The claims are generally narrative and Indefinite, failing to conform to current U.S. practice. They appear 
to be a literal translation into English from a foreign document and contain idiomatic errors: 

Claim 1: ''downstream from the switching device" is indefinite depending whether the alternator receives 
energy (starting engine) or the power supply receives energy (running engine). To continue prosecution 
it was assumed that a switching device is claimed. 

"switching device 6" is shown in fig.l, while ''switch Tl" is shown in fig.2. To continue prosecution it was 
assumed that only a switching device 6 is claimed. 

Claim Rejections - 35 USC§ 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

10. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Gale et al. [6420793]. 
Gale discloses in figures 1-4 an arrangement for carrying out a method for controlling a multi- 
phased and reversible rotating electrical machine, associated with a heat engine of a vehicle, specifically, 
an automobile, including a network for supplying electrical energy and a battery serving as a source of 
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electrical energy connected to this network, as well as a command and control unit for the said electrical 
machine, in which overexcitation of the machine for a predetermined period of time causes the 
production of energy, and makes this energy available for the execution of certain functions associated 
with the vehicle, characterized in that it includes a device for supplying the energy produced during the 
predetermined period of time of overexcitation of the machine; in that the device for supplying the 
energy is an energy storage device 34 that can be connected to the rotating electrical machine 10 by 
means of a switching device 12 in that it includes a DC/DC device 14 which device is mounted between 
the energy supply battery 18 and the energy storage device 34 via a switching device 36 in that it 
includes a circuit 31 that can directly connect the rotating electrical machine 10 to the battery 18 and in 
that switch 36 is provided in the above-mentioned circuit 14 [see abstract; column 2, lines 63-67; column 
3, lines 1-19]. 

Ciaim Rejections - 35 USC§ 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

12. Claims 2-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over disclosed prior art, 
Gale etal. [6420793]. 

As to claim 2, the use of a MOSFET, absent any criticallty, is only considered to be the use of 
"optimum" or ''preferred" material that a person having ordinary skill in the art at the time the invention 
was made using routine experimentation would have found obvious to provide for the switch disclosed by 
Gale in order to improve the speed of response to commands since it has been held to be a matter of 
obvious design choice and within the general skill of a worker in the art to select a known material on the 
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basis of its suitability for the intended use of the invention. See In re Leshin, 125 USPQ 416. In re 
Allen 105 USPQ 233 (CCPA 1955), In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 1980). 
As to claims 3, 4, see remarks and reference above. 

As to claim 5, the switching device includes two transistors: it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide two transistors anticipating 
the failure of one MOSFET since it has been held that mere duplication of parts has no patentable 
significance unless a new and unexpected result is produced. In re Harza, llAt F.2d 669, 124 USPQ 378 
(CCPA 1960) and MPEP 2144.04. 

Official Notice is taken with regard to claim 6 since it is well known In the art to use a diode in 
series with a switch in order to prevent backflow. 

As to claim 7, the use of an electromagnetic relay, absent any criticality, is only considered to be 
the use of '"optimum" or "'preferred" material that a person having ordinary skill in the art at the time the 
invention was made using routine experimentation would have found obvious to provide for the switch 
disclosed by Gale in order to improve the speed of response to commands since it has been held to be a 
matter of obvious design choice and within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use of the invention. See In re Leshin, 125 USPQ 
416. In re Allen 105 USPQ 233 (CCPA 1955), In re Boesch, 617 F. 2d 272, 205 USPQ 215 (CCPA 
1980). 

Information Disclosure Statement 

13. The listing of references in the specification is not a proper information disclosure statement. 37 
CFR 1.98(b) requires a list of all patents, publications, or other information submitted for consideration by 
the Office, and MPEP § 609.04(a) states, "the list may not be incorporated into the specification but must 
be submitted in a separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

14. The information disclosure statement filed 10/6/2004 fails to comply with 37 CFR 1.98(a)(3) 
because it does not include a concise explanation of the relevance, as it is presently understood by the 



Application/Control Number: 10/510,424 Page 7 

Art Unit: 2838 

individual designated in 37 CFR 1.56(c) most knowledgeable about the content of the information, of 
each patent listed that is not in the English language, i.e. DE-10213105, and DE-4007526. It has 
been placed in the application file, but the information referred to therein has not been considered. 



Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to applicants disclosure. 
The prior art cited in PTO-892 and not mentioned above disclose related apparatus: Suzuki et al. 
[5513718], disclosed prior art, describes a vehicle power supply including a storage battery with a lower 
terminal voltage than the DC terminal voltage of an inverter circuit connected to an electrostatic 
capacitive circuit via a step-up/step-down converter and semiconductor switching circuit 12. JP- 
10184506 discloses diode 16 in series with switches 34a, 34b connecting a battery with an alternator 
18. 

16. Any inquiry concerning this communication or eariier communications from the examiner should 
be directed to Examiner Pia Tibbits whose telephone number is 571-272-2086. If unavailable, contact 
the Supervisory Patent Examiner Karl Easthom whose telephone number is 571-272-1989. The 
Technology Center Fax number is 571-273-8300. 

17. Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Cfenter (EBC) at 
866-217-9197 (toll-free). 

PFT Pia Tibbits 

March 6, 2006 Primary Patent Exami 




